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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name The Trustees of The Coppola Family Trust

Granted to Date
of previous
extension

01/09/2013

Address 620 Airpark Road
Napa, CA 94558
UNITED STATES

Name Niebaum-Coppola Estate Winery, L.P.

Entity Limited Partnership Citizenship California

Address 620 Airpark Road
Napa, CA 94558
UNITED STATES

Attorney
information

Susan E. Hollander & Jocelyn M. Belloni
K&L Gates LLP
4 Embarcadero Center, Suite 1200
San Francisco, CA 94111
UNITED STATES
pltrademarks@klgates.com,anthony.garcia@klgates.com,jocelyn.belloni@klgate
s.com,susan.hollander@klgates.com,ttablitigationdocketing@klgates.com
Phone:415-882-8200

Applicant Information

Application No 85565560 Publication date 09/11/2012

Opposition Filing
Date

01/09/2013 Opposition
Period Ends

01/09/2013

International
Registration No.

NONE International
Registration Date

NONE

Applicant Green Griffin International
12 Rue des Cerisiers
Urschenheim,
FRANCE

Goods/Services Affected by Opposition

Class 033. First Use: 2011/08/31 First Use In Commerce: 2011/09/23
All goods and services in the class are opposed, namely: Champagne and sparkling wines

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

http://estta.uspto.gov


Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2974151 Application Date 11/13/2003

Registration Date 07/19/2005 Foreign Priority
Date

NONE

Word Mark DIAMOND COLLECTION

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 2004/03/01 First Use In Commerce: 2004/03/01
WINE

U.S. Registration
No.

2383399 Application Date 11/08/1999

Registration Date 09/05/2000 Foreign Priority
Date

NONE

Word Mark DIAMOND SERIES

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1998/12/15 First Use In Commerce: 1998/12/15
WINE

U.S. Registration
No.

3588229 Application Date 10/16/2007

Registration Date 03/10/2009 Foreign Priority
Date

NONE

Word Mark SIP A DIAMOND



Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 2008/12/09 First Use In Commerce: 2008/12/09
Wine

U.S. Registration
No.

3484676 Application Date 01/15/2008

Registration Date 08/12/2008 Foreign Priority
Date

NONE

Word Mark NC Â· CALIFORNIA VINEYARDS Â·

Design Mark

Description of
Mark

The mark consists of a double-lined diamond design displaying grape leaves
and vines. In the center of the diamond is a circle within a circle. The outside
circle show the words "CALIFORNIA VINEYARDS" and the inner circle has the
lettering "NC" in stylized form.

Goods/Services Class 033. First use: First Use: 2007/08/01 First Use In Commerce: 2007/08/01
Wine

U.S. Registration
No.

2156846 Application Date 05/19/1997

Registration Date 05/12/1998 Foreign Priority
Date

NONE

Word Mark NIEBAUM-COPPOLA NC RUTHERFORD CALIFORNIA



Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1995/04/30 First Use In Commerce: 1995/04/30
wines

U.S. Registration
No.

2156693 Application Date 04/14/1997

Registration Date 05/12/1998 Foreign Priority
Date

NONE

Word Mark EDIZIONE PENNINO

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1995/09/15 First Use In Commerce: 1995/09/15
wines

U.S. Registration
No.

2731938 Application Date 09/13/2002

Registration Date 07/01/2003 Foreign Priority
Date

NONE

Word Mark NC



Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 1998/08/31 First Use In Commerce: 1998/08/31
WINE

U.S. Registration
No.

2827105 Application Date 09/13/2002

Registration Date 03/30/2004 Foreign Priority
Date

NONE

Word Mark NC NIEBAUM-COPPOLA RUTHERFORD CALIFORNIA

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 2001/10/31 First Use In Commerce: 2001/10/31
WINE
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jocelyn M. Belloni/

Name Susan E. Hollander & Jocelyn M. Belloni

Date 01/09/2013
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IN UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the matter of Application Serial No.  85/565,560 

Published in the Official Gazette on September 11, 2012 

Mark:  ETERNAL DIAMONDS 

The Trustees of the Coppola Family Trust and 

Niebaum-Coppola Estate Winery, L.P., 

   Opposers,  

  v.  

Green Griffin International, 

   Applicant.  

OPPOSITION NO.___________ 

NOTICE OF OPPOSITION

 The Trustees of the Coppola Family Trust, a trust organized and existing under the 

laws of California, with a business address of 620 Airpark Road, Napa, California  94558 and 

Niebaum-Coppola Estate Winery, L.P., a California limited partnership with a business 

address of 620 Airpark Road, Napa, CA 94558 (collectively, “Opposers”) believe that they 

will be damaged by registration of the ETERNAL DIAMONDS mark shown in Application 

Serial No. 85/565,560, and hereby oppose its registration pursuant to 15 U.S.C. §§ 1051 et

seq., including specifically 15 U.S.C. § 1063. 
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 This Notice of Opposition has been timely filed.  As grounds for their opposition, 

Opposers allege as follows: 

1. Upon information and belief, applicant is Green Griffin International, a 

French corporation with an address of 12 Rue des Cerisiers Urschenheim, FRANCE 

(“Applicant”). 

2. As illustrated in Application Serial No. 85/565,560, Applicant seeks to 

register the mark ETERNAL DIAMONDS for “Champagne and sparkling wines” in 

International Class 33. 

3. Since at least as early as 1998, Opposers and their predecessors in interest 

have been using in commerce in the United States trademarks incorporating the word 

element “DIAMOND” in connection with wines. 

4. Since at least as early as 1995, Opposers and their predecessors in interest 

have been using in commerce in the United States trademarks incorporating a design feature 

consisting of a Diamond shape in connection with wines. 

5. Opposers own numerous federal trademark registrations incorporating their 

famous and distinctive “Diamond” design and word components.  Today, Opposers use their 

“DIAMOND” family of design and word marks in connection with their wine products. 

6. Opposer The Trustees of the Coppola Family Trust own the following 

representative registrations issued on the Principal Register, each of which are presently in 

full force and effect as shown by the records of the United States Patent and Trademark 

Office (“USPTO”).
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Mark Goods App. Date Reg. No. Reg. Date 

DIAMOND COLLECTION 33 - Wine. 11/13/2003 2,974,151 7/19/2005 

DIAMOND SERIES 33 - Wine. 11/8/1999 2,383,399 9/5/2000 

SIP A DIAMOND 33 - Wine. 10/16/2007 3,588,229 3/10/2009 

NC California Vineyards & 

Diamond Design 

33 - Wine. 1/15/2008 3,484,676 8/12/2008 

True and correct copies of these registrations or pages printed from the USPTO’s online 

database reflecting the registered status of the marks are attached hereto as Exhibit A.  Each 

of the DIAMOND word and design marks represented in these registrations is distinctive and 

famous.  Notably, Registration Nos. 2,156,846 and 2,731,938 are incontestable. 

7. Opposer Niebaum-Coppola Estate Winery, L.P. owns the following 

representative registrations issued on the Principal Register, each of which are presently in 

full force and effect as shown by the records of the USPTO. 

Mark Goods File Date Reg. No. Reg. Date 

NIEBAUM-COPPOLA NC 

RUTHERFORD CALIFORNIA & 

Diamond Design 

33 - Wines. 5/19/1997 2,156,846 5/12/1998 
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Mark Goods File Date Reg. No. Reg. Date 

EDIZIONE PENNINO & Diamond 

Design

33 - Wines. 4/14/1997 2,156,693 5/12/1998 

NC & Diamond Design 33 - Wine. 9/13/2002 2,731,938 7/1/2003 

NC NIEBAUM-COPPOLA 

RUTHERFORD CALIFORNIA & 

Diamond Design 

33 - Wine. 9/13/2002 2,827,105 3/30/2004 

True and correct copies of these registrations or pages printed from the USPTO’s online 

database reflecting the registered status of the marks in this paragraph are attached hereto as 

Exhibit B.  Each of the DIAMOND word and design marks represented in these registrations 

is distinctive and famous.  Notably, Registration Nos. 2,156,846, 2,156,693, and 2,731,938 

are incontestable.  Each of the registrations listed in this paragraph was assigned to Niebaum-



-5-

Coppola Estate Winery, L.P. by The Trustees of the Coppola Family Trust effective January 

1, 2012.  A true and correct copy of the assignment is attached hereto as Exhibit C.

Accordingly, Niebaum-Coppola Estate Winery, L.P. is in privity with The Trustees of the 

Coppola Family Trust, which entity was granted an extension of time to oppose the 

Application.  (The DIAMOND family of trademarks described in paragraphs 3-7 are 

hereinafter collectively referred to as the “DIAMOND Trademarks”).   

8. Today, Opposers’ DIAMOND Trademarks are highly recognizable and 

valuable marks in the wine industry.  Moreover, due to the national, and indeed, worldwide 

consumer recognition and goodwill of Opposers’ DIAMOND Trademarks, consumers have 

come to recognize the DIAMOND word mark and design elements as also symbolizing the 

goodwill inherent in the DIAMOND Trademarks, and further, associate the DIAMOND 

Trademarks solely with Opposers and their high quality wines. 

9. No issue of priority exists with respect to Opposers’ first use date of its 

DIAMOND Trademarks as set forth above and Applicant’s ETERNAL DIAMONDS 

application.  Opposers and their predecessors in interest have been using in commerce in the 

United States the DIAMOND SERIES trademark in connection with wine since 1998, and 

their other DIAMOND Trademarks for many years.  Conversely, Applicant filed Serial No. 

85/565,560 for CHAMPAGNE ETERNAL DIAMONDS1 as an application on March 9, 

2012 based on Section 1(a) of the Lanham Act, claiming first use on Aug. 31, 2011 and first 

1 On October 8, 2012, a Post Publication Amendment was entered to remove the word CHAMPAGNE from the 

mark. 
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use in commerce on Sep. 23, 2011, and (ii) Section 44(d) of the Lanham Act on November 6, 

2011, based on a France application that was filed on January 1, 2012.2

10. Applicant’s proposed ETERNAL DIAMONDS mark is confusingly similar to 

Opposers’ DIAMOND Trademarks because it is similar in appearance, meaning, and overall 

impression pursuant to 15 U.S.C. § 1052(d).  Among other things, the dominant aspect of 

Applicant’s ETERNAL DIAMONDS mark is the word “DIAMONDS” which makes it 

confusingly similar to Opposers’ DIAMOND Trademarks. 

11. In addition, Applicant’s ETERNAL DIAMONDS mark creates a similar 

commercial impression as Opposers’ DIAMOND Trademarks.  Opposers use their 

DIAMOND Trademarks in connection with each other and with the “Diamond Collection” 

line of eleven single varietals and two distinctive blends of wines.  Opposers’ federally 

registered DIAMOND COLLECTION and DIAMOND SERIES word marks each imply that 

there is a number or collection of “DIAMOND” wines and marks.  Consumers are 

accustomed to seeing a variety of Diamond design and word marks used by Opposers in 

connection with their DIAMOND COLLECTION wines and are likely to assume that 

Applicant’s diamond design mark is associated with Opposers’ DIAMOND Trademarks and 

wines.

12. Moreover, the goods offered by Applicant and Opposers are virtually 

identical.  Opposers use their DIAMOND Trademarks in connection with wine in Class 33.

Applicant proposes to use the ETERNAL DIAMONDS mark in connection with 

2 On July 24, 2013 an Examiner’s Amendment was entered that Applicant did not intend to perfect the Section 

44 basis. 
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“Champagne and sparkling wines” in International Class 33.  Applicant’s goods are a type of 

“wine” and, accordingly, are virtually identical to Opposers’ goods. 

13. Given the goodwill and public recognition arising from the association of the 

distinctive and famous DIAMOND Trademarks with Opposers, consumers are likely to 

believe that Opposers have licensed, approved or otherwise authorized Applicant’s use of the 

ETERNAL DIAMONDS mark, when it has not. 

14. The maturation of Applicant’s application into registration will cause a 

likelihood of confusion, mistake or deception with respect to the source or origin of 

Applicant’s goods.  Consumers will erroneously believe that Applicant’s goods are licensed 

by or associated with Opposers. 

15. Applicant’s use and registration of the proposed mark also constitutes dilution 

by tarnishment and dilution by blurring of Opposers’ famous DIAMOND Trademarks, 

whose fame was established well before Applicant’s constructive date of first use of its 

proposed mark, as well as prohibited by 15 U.S.C. § 1125(c). 

14. Pursuant to 15 U.S.C. § 1063(a), Opposers will be damaged by registration of 

Applicant’s proposed mark, which would grant Applicant a prima facie exclusive right to use 

the proposed mark despite Opposers’ priority over Applicant and the likelihood of confusion, 

and the actual dilution and injury to Opposers’ goodwill that will be caused by Applicant’s 

mark. 

16. In summary, registration of the proposed mark would be incorrect and 

improper in view of the requirements of the Trademark Act of 1946, as amended, including 

specifically but not limited to the provisions of 15 U.S.C. §§ 1051, et seq.




















































